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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the election filed 8/4/05. Claims 1-48 are 
currently pending. Claims 1-13, 19-22, 32-35, and 40-48 are withdrawn from further 
consideration as per applicant's response to the restriction requirement. 

Election/Restrictions 

2. Restriction to one of the following inventions was required under 35 U.S.C. 121 : 

I. Claims 1-13 and 40-48, drawn to a general pharmaceutical management 
system, classified in class 705, subclass 2.*** 

II. Claims 14-18, 23-31 and 36-39, drawn to downloading benefit information, 
classified in class 705, subclass 2. 

III. Claims 19-20 and 32-33, drawn to patient input verification, classified in 
class 705, subclass 3. 

IV. Claims 21-22 and 34-35, drawn to database querying, classified in class 
707, subclass 3. 

Applicants election with traverse of Group II in the reply filed on 8/4/05 is 
acknowledged. The traversal is on the ground(s) that Group I (Claims 1-13 and 40-48) 
and Group II (claims 14-18, 23-31 and 36-39) are classified together and therefore there 
is not burden on the examiner to search both groups. This is not found persuasive 
because Inventions I and II were found to be related to one another as combination and 
subcombination respectively. Inventions in this relationship are distinct if it can be 
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shown that (1) the combination as claimed does not require the particulars of the 
subcombination as claimed for patentability, and (2) that the subcombination has utility 
by itself or in other combinations (MPEP § 806.05(c)). 

In the instant case, the combination as claimed does not require the particulars 
of the subcombination as claimed because the combination does not require the all of 
the details of downloading and updating of information required in the subcombination. 
Moreover, a restriction among two inventions that are classifiable together is still proper 
when the inventions have acquired a separate status in the art because of their 
recognized divergent subject matter. Because the details of the subcombination are not 
required for the combination, the Examiner submits that there is divergent subject 
matter between the two inventions. Thus, the requirement is still deemed proper and is 
therefore made FINAL. 

*** NOTE: It is noted that in the original restriction requirement mailed 7/5/05, 
dependent claim 13 was unintentionally omitted from a claim grouping. Claim 13 should 
have been included in Group I. In a telephone conversation conducted on 10/14/05 
between Examiner Porter and Mr. John F. Guay, Reg. No. 47,248, Mr. Guay agreed 
that it was not necessary for the Examiner to send another restriction requirement to 
simply to include claim 13 in the Group I listing. However, Mr. Guay requested that the 
Examiner state the correct claim groupings in the present Office Action. This has been 
provided in paragraph 2 of the present Office action. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 14-18, 23-31 and 36-39 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 14 recites "means for downloading information from a processor...." It is unclear 
to the examiner if the downloaded information is the same as the claim information or if 
the downloaded information a separate type of information. As it is currently worded, 
"the claim information" seems to modify the information the data on the processor 
server. Claims 14-18 and 23-26 inherit the deficiencies of claim 14 through dependency 
and are also rejected. 

Also, as per claims 13-18 and 23-24, it is unclear how the wherein clauses are 
intended to modify the structure of the system/apparatus claims. In other words, it is 
unclear, it is unclear whether the clauses describe additional elements of the server 
which actually have some functionality or if they are only intended to describe the 
information stored/downloaded, (i.e. non-functional data) 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 14-18, 23-31 are rejected under 35 U.S.C. 103(a) as being obvious over 

Pack-Harris (USPN 6,195,612) in view of Mayaud (USPN 5,845,255) 

[claim 14] Pack-Harris discloses a pharmacy benefits management server comprising: 

• means for downloading information from a processor server having claim 
information relating to pharmacy benefits claims processed by a claims 
processing facility, said claim information including identification of drugs 
dispensed to patients; (Figure 1, col. 3, lines 55-col. 4, line 4; col. 4, lines 14-26) 

• means for downloading pharmacy benefits plan structure information stored 
therein; (col. 4, lines 27-32) 

• means for downloading price information relating to drugs in various classes 
stored therein; and (Figure 18-19) 

• means for correlating the claim information with the benefits plan structure 
information, the price information, and, alternative drugs in the same class as the 
selected drugs, and expenses associated with the alternative drugs. (Figure 3, 
Fig. 5, col. 35-59) 

Pack-Harris discloses the system as disclosed above, but does not expressly disclose 
providing pharmacy benefits formulary information. Mayaud discloses a method 
wherein pharmacy benefits formulary information is transmitting and provided in a 
pharmacy system, (col. 13, lines 49-61; col. 14, lines 10-19) At the time of the 
Applicant's invention, it would have been obvious to one of ordinary skill in the art to 
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modify the system of Pack-Harris with the teaching of Mayaud to provide/transmit 
formulary benefits data in a pharmacy system. As suggested by Mayaud, one would 
have been motiviated to include this feature to encourage better formulary prescription 
compliance and reduce health-care costs, (col. 13, lines 49-61) 

[claims 15] Pack-Harris diclsoses a server as recited in claim 14, wherein the selected 
drugs are drugs previously dispensed to a patient. (Figures 8 and 32; col. 6, lines 37-54) 
[claim 16] Pack-Harris discloses a server as recited in claim 14, wherein the alternative 
drugs are therapeutic alternatives with respect to the selected drugs. (Figure 3, Figure 4 
(brand vs. generic reports, col. 5, lines 35-45)) 

[claim 17] Pack-Harris discloses a server wherein the benefits plan structure information 
(Fig. 26 (commercial, senior,) 34(e.g. non-covered lives)) and the formulary information 
relate to a multi-tier benefits plan. 

[claim 18] Pack-Harris discloses a server as recited in claim wherein the expenses 
associated and the expenses associated with the alternative drugs includes copayment 
information and total cost information, (col. 5, lines 35-59; Figure 33) 

[claim 23] Pack Harris discloses a server wherein the alternative drugs are therapeutic 
alternatives with respect to the selected drugs. (Figure 3, Figure 4 (brand vs. generic 
reports, col. 5, lines 35-45)) 
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[claim 24] Pack -Harris discloses a server, wherein the benefits plan structure 
information and the formulary information relate to a multi-tier benefits plan. (Fig. 26 
(commercial, senior,) 34(e.g. non-covered lives)) 

[claim 25] Pack-Harris discloses a server as recited in claim 14 further comprising 
means for entering proposed changes to any of the claim information, the benefit plan 
structure information, and the formulary information and displaying model data based on 
the proposed changes. (Figure 1; col. 3, lines 10-45; lines 55-col. 7, line 4) 
[claim 26] Pack-Harris discloses a server as recited in claim 25, wherein the proposed 
changes comprise any of changes to copayment amounts, changes to copayment 
levels, and changes drugs dispensed, (col. 4, lines 33-67) 

[claim 27] Pack-Harris teaches a pharmacy benefits management method comprising 
the steps of. 

• downloading claim information relating to pharmacy benefits claims processed by 
a claims processing facility, said claim information including identification of 
drags dispensed to patients; (Figure 1, col. 3, lines 55-col. 4, line 4; col. 4, lines 
14-26) 

• downloading pharmacy benefits plan structure information; (col. 4, lines 27-32) 

• downloading price information relating to drugs in various classes; and (Figure 
18-19) 
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• correlating the claim information with the benefits plan structure information, the 
price information to identify drugs expenses associated with selected drugs in 
accordance with the pharmacy benefits plan structure information, alternative 
drugs in the same class as the selected drugs, and expenses associated with the 
alternative drugs. (Figure 3, Fig. 5, col. 35-59) 
Pack-Harris discloses the method as disclosed above, but does not expressly disclose 
providing pharmacy benefits formulary information. Mayaud discloses a method 
wherein pharmacy benefits formulary information is transmitting and provided in a 
pharmacy system, (col. 13, lines 49-61; col. 14, lines 10-19) At the time of the 
Applicant's invention, it would have been obvious to one of ordinary skill in the art to 
modify the system of Pack-Harris with the teaching of Mayaud to provide/transmit 
formulary benefits data in a pharmacy system. As suggested by Mayaud, one would 
have been motiviated to include this feature to encourage better formulary prescription 
compliance and reduce health-care costs, (col. 13, lines 49-61) 

[claim 28] Pack-Harris teaches a method wherein the selected drugs in said correlating 
step are drugs previously dispensed to a patient (Figures 8 and 32; col. 6, lines 37-54) 

[claim 29] Pack-Harris teaches a method, wherein the alternative drugs in said 
correlating step are therapeutic alternatives with respect to the selected drugs. (Figure 4 
(brand vs. generic)) 
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[claim 30] Pack-Harris and Mayaud in combination teach a method wherein the benefits 
plan structure information and the formulary information relate to a multi-tier benefits 
plan. (Fig. 26 (commercial, senior,) 34(e.g. non-covered lives)) 

[claim 31] Pack-Harris teaches a method as recited in claim 30, wherein the expenses 
associated and the expenses associated with the alternative drugs includes copayment 
information and total cost information, (col. 5, lines 35-59; Figure 33) 

[claim 36] Pack-Harris teaches a method, wherein the alternative drugs are therapeutic 
alternatives with respect to the selected drugs. (Figure 3, Figure 4 (brand vs. generic 
reports, col. 5, lines 35-45)) 

[claim 37] Pack-Harris and Mayaud in combination disclose a method, wherein the 
benefits plan structure information and the formulary information relate to a multi-tier 
benefits plan. (Fig. 26 (commercial, senior,) 34(e.g. non-covered lives)) 
[claim 38] Pack-Harris and Mayaud in combination disclose a method further 
comprising the step of permitting entry of proposed changes to any of the claim 
information, the benefit plan structure information, and the formulary information; (col. 3, 
line 55-col. 4, line 67) and displaying model data based on the proposed changes. 
(Figure 3, col. 5, lines 35-67) 

[claim 39] The limitations of claim 39 are addressed by the rejection of claims 26 and 
38. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel L. Porter whose telephone number is (571 ) 272- 
6775. The examiner can normally be reached on M-F, 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571) 272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





ALEXANDER KALINOWSKI 
SUPERVISORY FttTENT EXAMINER 



